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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Application Serial No. 85/160,126: PRIVÉ 
 
9228-4330 Quebec, Inc.   ) 
      ) 
 Opposer,    ) 
      ) Opposition No. 91201125 

vs.     )
      ) 
      ) 
Fortrend Group LLC,     ) 
      ) 
 Applicant.    ) 
______________________________________________________________________________ 

 
ANSWER TO AMENDED NOTICE OF OPPOSITION 

______________________________________________________________________________ 
 

Respondent/Applicant, Fortrend Group LLC, by its attorney, hereby answers the 

allegations set forth in the Amended Notice of Opposition as follows:  

1. Applicant has insufficient knowledge or information as to the truth of the 

allegations set forth in the first sentence of Paragraph 1 of the Amended Notice of Opposition 

and, therefore, denies said allegations. Applicant further denies the allegations set forth on the 

second sentence of Paragraph 1. 

2. Applicant admits that it filed a trademark application under Section 1(a) of the 

Lanham Act on October 25, 2010 to register PRIVÉ *vjg"ÐOctmÑ+" in International Class 35 for 

ÐTgvckn"eqpukipogpv"uvqtg"ugtxkegu="eqpukipogpv"ugtxkegu."pcogn{."rtqoqvkpi"cpf"octmgvkpi"vjg"

goods of others; Online retail consignment services featuring a variety of consumer goodsÑ (the 

ÐUgtxkeguÑ+0" "Crrnkecpv" hwtvjgt"cfokvu" vjg"crrnkecvkqp"ycu"cuukipgf"Ugtkcn"Pq0":71382.348" *vjg"

ÐCrrnkecvkqpÑ+0 

3. Applicant admits it had originally claimed first use of the Mark in connection 
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with the Services anywhere at least as early as June 2007.  Applicant further admits it originally 

claimed first use of the Mark in connection with the Services in interstate commerce as early as 

June 2007. Applicant further states that on July 28, 2011, it submitted a post publication 

amendment pursuant to TMEP 1505.01(a) and (b), which amended the first use and first use in 

kpvgtuvcvg" eqoogteg" fcvgu" kp" vjg" Crrnkecvkqp" vq" Ugrvgodgt" 52." 422:" *vjg" ÐCogpfogpv.) The 

Examining Attorney accepted the Amendment, and the Application was republished for 

opposition on October 4, 2011.  

4. Crrnkecpv"cfokvu"vjcv"cp"GzcokpgtÓu"Cogpfogpv"ycu"kuuwgf"qp"Hgdtwct{"6."4233"

cogpfkpi"vjg"kfgpvkhkecvkqp"qh"Ugtxkegu"vq<"ÐTgvckn"eqpukipogpv"uvqtgu"hgcvwtkpi"enqvjkpi."ujqgu."

handbags, jewelry, home goods, bedding and linens, glassware, silverware, and action sports 

apparel; consignment services, namely, promoting and marketing the goods of others; online 

tgvckn"eqpukipogpv"uvqtgu"hgcvwtkpi"c"xctkgv{"qh"eqpuwogt"iqqfu0Ñ" 

5. Applicant admits the Application was published for Opposition on April 12, 2011. 

6. Applicant admits Opposer filed a request for a 30-day extension of time to oppose 

the Application on May 10, 2011 and that such request was granted on May 10, 2011. 

7. Applicant admits Opposer requested a further 60-day extension of time to oppose 

the Application on June 2, 2011 and such request was granted on June 6, 2011. 

8. Applicant admits the allegations set forth in Paragraph 8 of the Amended Notice 

of Opposition. 

9. Applicant admits that the post publication amendment filed on July 28, 2011 was 

not properly supported by the required declaration under TMEP 15050.1 (a) and (b).  Applicant 

also asserts that such amendment was cured by submitting the missing Declaration on January 

10, 2012. A copy of the filing containing the motion and amendment with declaration is attached 
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herewith as Exhibit A. 

10. Applicant admits the allegations set forth in Paragraph 10 of the Amended Notice 

of Opposition cu" vq" vjg" ceegrvcpeg" qh"CrrnkecpvÓu" rquv" rwdnkecvkqp" cogpfogpv" dwv" fgpkgu" vhe 

claims regarding the erroneousness of such acceptance. 

11. Applicant admits the allegations set forth in Paragraph 11 of the Amended Notice 

of Opposition. 

12. Applicant admits the allegations set forth in Paragraph 12 of the Amended Notice 

of Opposition. 

13. Applicant admits the allegations set forth in Paragraph 13 of the Amended Notice 

of Opposition. 

14. Applicant denies the allegations set forth in Paragraph 14 of the Amended Notice 

of Opposition as Opposer is aware that Applicant amended its date of first use and first use in 

eqoogteg" vq"Octej"47."4232" kp" eqppgevkqp"ykvj" Ðqpnkpg" tgvckn" eqpukipogpv" uvqtgu" hgcvwtkpi"c"

xctkgv{"qh"eqpuwogt"iqqfu0Ñ 

15. Applicant denies the allegations set forth in Paragraph 15 of the Amended Notice 

of Opposition. 

16. Applicant denies the allegations set forth in Paragraph 16 of the Amended Notice 

of Opposition. 

17. The admissions and denials in paragraph 1-16 are incorporated by reference. 

18. Applicant denies the allegations set forth in Paragraph 18 of the Amended Notice 

of Opposition. 

19. Applicant denies the allegations set forth in Paragraph 19 of the Amended Notice 

of Opposition. 
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20. The admissions and denials in paragraph 1-19 are incorporated by reference. 

21. Applicant admits the allegations set forth in Paragraph 21 of the Amended Notice 

of Opposition. 

22. Applicant denies the allegations set forth in Paragraph 22 of the Amended Notice 

of Opposition. Opposer mistakenly asserts an incorrect filing date for the application and 

eqphwugu" vjg"cogpfgf"fcvg"qh"wug" " cpf"wug" kp" eqoogteg"qh"Octej"47." 4232" hqt" Ðqpnkpg retail 

eqpukipogpv"uvqtgu"hgcvwtkpi"c"xctkgv{"qh"eqpuwogt"iqqfuÑ"ykvj"vjg"hknkpi"fcvg"qh"vjg"crrnkecvkqp"

of October 25, 2010. 

23. Applicant admits that the post publication amendment filed on July 28, 2011 was 

not properly supported by the required declaration under TMEP 15050.1 (a) and (b).  Applicant 

also asserts that such amendment was cured by submitting the missing Declaration on January 

10, 2012. A copy of the filing containing the motion and amendment with declaration is attached 

herewith as Exhibit A. 

24. Applicant denies the allegations set forth in Paragraph 24 of the Amended Notice 

of Opposition. 

25. Applicant denies the allegations set forth in Paragraph 25 of the Amended Notice 

of Opposition. 

26. The admissions and denials in paragraph 1-25 are incorporated by reference. 

27. Applicant denies the allegations set forth in Paragraph 27 of the Amended Notice 

of Opposition. 

28. Applicant denies the allegations set forth in Paragraph 28 of the Amended Notice 

of Opposition. 

29. The admissions and denials in paragraph 1-28 are incorporated by reference. 
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30. Applicant denies the allegations set forth in Paragraph 30 of the Amended Notice 

of Opposition.  Opposer is aware that Applicant amended its date of first use and first use in 

eqoogteg" vq"Octej"47."4232" kp" eqppgevkqp"ykvj" Ðqpnkpg" tgtail consignment stores featuring a 

xctkgv{" qh" eqpuwogt" iqqfuÑ" cpf" gxgp" vjqwij"Crrnkecpv" kpcfxgtvgpvn{" fkf" pqv" cvvcej" c" rtqrgt"

declaration with its amendment, it cured such deficiency by filing same on January 10, 2012 as 

evidenced by the attached Exhibit A. 

31. Applicant denies the allegations set forth in Paragraph 31 of the Amended Notice 

of Opposition. 

32. Applicant admits the allegations set forth in Paragraph 32 of the Amended Notice 

of Opposition. 

33. Applicant denies the allegations set forth in Paragraph 33 of the Amended Notice 

of Opposition. 

34. Applicant denies the allegations set forth in Paragraph 34 of the Amended Notice 

qh" Qrrqukvkqp0" Qrrqugt" ku" eqphwugf" cu" vq" CrrnkecpvÓu" hknkpi" fcvg" qh" Qevqdgt" 47." 4232" cpf"

amended dates of use and first use in commerce of March 25, 2010 hqt" Ðqpnkpg" tgvckn"

eqpukipogpv"uvqtgu"hgcvwtkpi"c"xctkgv{"qh"eqpuwogt"iqqfu0Ñ 

35. Applicant denies the allegations set forth in Paragraph 35 of the Amended Notice 

of Opposition. 

36. Applicant denies the allegations set forth in Paragraph 36 of the Amended Notice 

of Opposition. 

37. Applicant denies the allegations set forth in Paragraph 37 of the Amended Notice 

of Opposition. 

38. Applicant denies the allegations set forth in Paragraph 38 of the Amended Notice 
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of Opposition. 

39. Applicant denies the allegations set forth in Paragraph 39 of the Amended Notice 

of Opposition. 

Applicant denies all other allegations of the Amended Notice of Opposition that have not 

been affirmatively admitted herein. 

 
AFFIRMATIVE DEFENSES  

 Applicant, on information and belief, submits as its Affirmative Defenses to the 

Amended Notice of Opposition the following: 

First Affirmative Defense 

 The Notice of Opposition, in whole or in part, fails to state a claim upon which relief may 

be granted. 

Second Affirmative Defense 

Applicant is currently using and has used the mark PRIVÉ  in interstate commerce and 

anywhere in the world at least as gctn{"cu"Ugrvgodgt"52."422:"hqt"ÐTgvckn"eqpukipogpv"uvqtgu"

featuring clothing, shoes, handbags, jewelry, home goods, bedding and linens, glassware, 

silverware, and action sports apparel; consignment services, namely, promoting and marketing 

vjg"iqqfu"qh"qvjgtu=Ñ"cpf"Octej"47."4232"hqt"ÐQpnkpg"tgvckn"eqpukipogpv"uvqtgu"hgcvwtkpi"c"

xctkgv{"qh"eqpuwogt"iqqfu0Ñ 

Third Affirmative Defense 

Upon information and belief Applicant has prior rights to the use of the mark PRIVÉ  in 

vjg"Wpkvgf"Uvcvgu."Ecpcfc"cpf"qvjgt"eqwpvtkgu0"CrrnkecpvÓu"use anywhere and use in commerce of 

the mark PRIVÉ  dates back to September 52."422:"hqt"ÐTgvckn"eqpukipogpv"uvqtgu"hgcvwtkpi"

clothing, shoes, handbags, jewelry, home goods, bedding and linens, glassware, silverware, and 
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action sports apparel; consignment services, namely, promoting and marketing the goods of 

qvjgtu=Ñ"cpf"Octej"47."4232"hqt"ÐQpnkpg"tgvckn"eqpukipogpv"uvqtgu"hgcvwtkpi"c"xctkgv{"qh"

consumer goodsÐ"yjkng"QrrqugtÓu"fcvgu"qh"wug"fcvg"dcem"vq"Lcpwct{"29."4233"cu"ujqyp"kp"vjg"

attached copy of the Canadian Intellectual Property OfficeÓu (CIPO) trademark data dated 

January 12, 2012, attached herewith as Exhibit B. 

Fourth Affirmative Defense 

Upon information and belief Opposer has not used the mark PRIVÉ  in commerce or 

anywhere prior to September 30, 2008 in connection with retail stores services featuring a 

variety of consumer goods.  

Fifth Affirmative Defense 

Pursuant to 37 C.F.R. §2.71(c) (1), Applicant is entitled to amend its prior alleged date of 

first use and first use in commerce of June 2007 to a later date as long as this date is not prior to 

the filing date of the application. Applicant submitted its Application on October 25, 2010 and 

amended its date of use anywhere and use in commerce to September 30, 2008 hqt"ÐTgvckn"

consignment stores featuring clothing, shoes, handbags, jewelry, home goods, bedding and 

linens, glassware, silverware, and action sports apparel; consignment services, namely, 

rtqoqvkpi"cpf"octmgvkpi"vjg"iqqfu"qh"qvjgtu=Ñ"cpf"March 25, 2010 hqt"ÐQpnkpg"tgvckn"

eqpukipogpv"uvqtgu"hgcvwtkpi"c"xctkgv{"qh"eqpuwogt"iqqfu0Ñ 

Sixth Affirmative Defense 

 CrrnkecpvÓu"cogpfogpv"qh"Lwn{"4:."4233"qh"CrrnkecpvÓu"fcvgu"qh"wug"cpf"wug"kp"

commerce has been verified by a Declaration pursuant to TMEP 15050.1 (a) and (b) as 

evidenced by the filing submitted to the Board on January 10, 2012, a copy of which is enclosed 

as Exhibit A. 
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Seventh Affirmative Defense 

 QrrqugtÓu"enckou"ctg"dcttgf"d{"vjg"fqevtkpg"qh"ncejgu. 

Eighth Affirmative Defense 

 Opposer is estopped from bringing this Notice of Opposition as Applicant has been using 

its mark since September 2008 and Opposer has never objected to ArrnkecpvÓu"wug0 

 Applicant reserves the right to amend its Affirmative Defenses, as facts and information 

are obtained through discovery and other means of investigation. 

 
Wherefore, Applicant respectfully prays that this Amended Notice of Opposition be 

denied and dismissed cpf"vjcv"CrrnkecpvÓu"crrnkecvkqp"ocvwtgu"kpvq"tgikuvtcvkqp. 

      Respectfully submitted, 

Date: January 12, 2012     By:   /s/ Jason A. Kotzker   
        Jason A. Kotzker 
        KOTZKER LAW GROUP 
        Attorney for Respondent 
        PO Box 632134  

Highlands Ranch, CO 80163-2134  
Jason@KLGIP.com 
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CERTIFICATE OF SERVICE  

I hereby certify that on this 12h day of January 2012, a true and correct copy of the foregoing 

ANSWER TO AMENDED NOTICE OF OPPOSITION was placed in the U.S. Mail, first class postage 

prepaid, addressed to: 

Jennifer D. Silverman, Esq. 
Ellenoff Grossman & Schole LLP 

150 E. 42nd Street, 11th Floor 
New York, NY 10017 

 
By:   /s/ Jason A. Kotzker   

                                     Jason A. Kotzker 
         KOTZKER LAW GROUP 
         Attorney for Respondent 
         PO Box 632134  

 Highlands Ranch, CO 80163-2134  
 Jason@KLGIP.com 

mailto:Jason@KLGIP.com



























